
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF C 
United States Patent and Trademark O 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 




APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. 



10/604,497 



07/25/2003 



10/04/2004 



20915 7590 

MCGARRY BAIR PC 

171 MONROE AVENUE, N.W. 

SUITE 600 

GRAND RAPIDS, MI 49503 



Andrew Capon 



70078-0179 



1496 



EXAMINER 



PATEL, MITAL B 



ART UNIT 



PAPER NUMBER 



3743 



DATE MAILED: 10/04/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



j; 
) 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/604,497 


Applicant(s) 

CAPON ET AL. 


Exam i nor 

Mital B. Patel 


Art Unit 

3743 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) [X] Responsive to communication(s) filed on 21 July 2004 . y 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G.213. 

Disposition of Claims 

4) [x3 Claim(s) 7-73 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1 and 7-13 is/are rejected. 

7) M Claim(s) £6 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 25 July 2003 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D AH b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Response to Amendment/Arguments 

1 . Applicant's arguments filed 7/21/04 have been fully considered but they are not 
persuasive. 

2. In response to applicant's argument that the filter of Klusewitz is not adapted for 
toxic industrial materials, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference 
as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). 

3. Furthermore, it should be noted that according to the National Institute of Justice 
Guide sent in by Applicant, a TIM is defined as a chemical other than a chemical 
warfare agent that may have harmful effects on humans... and are used in a variety of 
settings such as manufacturing facilities, maintenance areas, and general storage 
areas. Additionally, TIMs may be of high hazard, medium hazard, and low hazard. As 
such, Klusewitz discloses a filter for use in filtering particulate matter and fumes from 
paint spraying operation, which fumes would constitute a TIM based on some of the 
criteria set forth by the National Institute of Justice Guide. 
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4. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to 
combine is found in the references. With respect to claims 8 and 9, Klusewitz provides 
the motivation by disclosing that any suitable filter may be used. 

5. In response to Applicant's remarks with respect to claims 12 and 13 regarding 
the shape of the canister, Applicant has not set forth criticality for the elliptical shape in 
the specification as originally filed. Remarks presented in the amendment for the 
criticality of the shape have not been considered since those reasons were not set forth 
in the originally filed application. Please note that any amendment to the specification 
incorporating the reasons presented in the 7/21/04 amendment would constitute new 
matter. As such, the Examiner maintains the rejections set forth. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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7. Claims 1 and 7, 9, and 1 1 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Klusewitz et al (US 3,142,549). 

8. As to claim 1, Klusewitz et al teach a filter canister assembly (See Fig. 2) for a 
gas mask 1 comprising: a primary filter canister 2,3 with an inlet opening at a first end 
(See Fig. 2 attachment below) and an outlet at a second end (See Fig. 2 attachment 
below); a first filter medium 11a adapted to remove aerosols, particulate materials and 
droplets from air and mounted in the primary filter canister in communication with the 
primary filter canister inlet opening; a second filter medium 11 adapted to remove toxic 
gases and arranged in serial communication with the first filter medium in the primary 
filter canister and with the outlet opening in the first filter housing, whereby the first filter 
and second filter media are capable of filtering out contaminants in normal hostile 
environments; and a supplementary filter canister 7 having an inlet opening (that 
formed at 7b) at a first end 7b and an outlet opening (that formed at 7a) at a second 
end 7a, the supplementary filter canister second end is removably (See Figs. 1-2) 
mounted to the primary filter canister first end so that the primary filter canister inlet 
opening is in communication with the supplementary tilter canister outlet opening; and a 
third filter media 8,9 adapted to filter toxic industrial materials and mounted in said 
supplementary filter canister in communication with the inlet and outlet openings in the 
second filter canister. 
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9. As to claim 7, Klusewitz et al teach a filter canister assembly wherein the 

third filter medium is a particulate filter and a sorbent filter (See Col. 2, lines 54-60 and 
Col. 3, lines 45-51, which disclose filter 9 to be made of cotton or paper which can 
serve as particulate filter and a sorbent filter). 

10. As to claim 9, Klusewitz et al teach a filter canister assembly wherein the 
second filter medium 11 comprises an adsorbent carbon filter medium (See Col. 3, 
lines 11-12). 



11. As to claim 1 1 , Klusewitz et al teach a filter canister assembly wherein the 
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composition and amount of the third filter medium 8,9 is adapted to boost the capability 
of the first and second filter media to filter TIMs from contaminated air (See Col 3, lines 
18-25 and Col. 3, lines 37-44 which disclose that filter medium 8,9 absorb the 
majority of the material to be filtered, therefore implying that the capability of the 
first and second filter media to filter out material is increased or boosted). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

15. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Klusewitz 
et al (US 3,142,549) in view of Sundstrom (US 5,158,077). 

1 6. As to claim 8, Klusewitz et al teach essentially all of the limitations except for 
wherein the first filter medium comprises a pleated paper. Klusewitz et al disclose that 
the first filter medium 11a is a bellows filter or may be any other suitable filter unit. 
However, the use of a particular type of filter depends on the intended use, i.e., what 
type of material is desired to be filtered out. Sundstrom teaches a filter medium that 
comprises a pleated paper for filtering particles. Since Klusewitz et al disclose that any 
other suitable filter unit may be used in lieu of that taught by Klusewitz et al, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
substitute the bellows filter of Klusewitz et al with the pleated paper filter of Sundstrom 
so that specifically particles may be filtered out. Furthermore, it would have been 
obvious to one of ordinary skill in the art that the use of a pleated paper filter would also 
allow for better air ventilation between the various filter media. 

17. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Klusewitz et al (US 3,142,549) in view of Newton (US 5,660,173). 

18. As to claim 10, Klusewitz et al teach essentially all of the limitations except for 
wherein the second filter medium further includes metallic salts that interact with 
contaminant gases. Newton does teach the use of metallic salts in order to broaden the 
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scope of chemical filtration by including both physical adsorption and chemical 
interaction with the impregnants to remove those chemicals that are poorly adsorbed 
and retained by physical adsorption alone. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to include metallic salts in the 
second filter medium of Klusewitz et al as taught by Newton in order to increase the 
adsorption characteristic of the filter media so that those chemicals which are poorly 
adsorbed maybe easily adsorbed without the salts may readily be adsorbed with the 
addition of the metallic salts. 

19. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Klusewitz et al (US 3,142,549) 

20. As to claims 12 and 13, Klusewitz et al teach essentially all of the 
limitations except for wherein at least one of the primary and supplementary filter 
canisters has an elliptical shape or wherein both of the primary and 
supplementary filter canisters have an elliptical shape. At the time the invention 
was made, it would have been an obvious matter of design choice to a person of 
ordinary skill in the art to make the canisters of Klusewitz et al of an elliptical 
shape because Applicant has not disclosed that canisters being elliptical in 
shape provides an advantage, is used for a particular purpose, solves a stated 
problem, or provides an unexpected result. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well 
with the canisters of Klusewitz et al because the function of the canister to house 
the filter media is not altered by the shape of the canister. Therefore, it would 
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have been an obvious matter of design choice to modify Klusewitz et al to obtain 
the invention as specified in claims 12 and 13 above. 

Allowable Subject Matter 

21 . Claims 2-6 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

22. The following is a statement of reasons for the indication of allowable subject 
matter: As to claim 2, the prior art of record does not teach nor render obvious the 
overall claimed combination of a filter canister assembly wherein the first and second 
filter media further comprise a barrier between them to force air entering the canister 
through the inlet opening from a central portion of the first medium in a radial direction 
through the first filter medium to an outer portion thereof, then axially to an outer portion 
of the second filter medium, then radially through the second filter medium to a central 
portion of the second filter medium to the outlet opening of the housing. 

Conclusion 

23. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 



Application/Control Number: 10/604,497 Page 10 

Art Unit: 3743 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mital B. Patel whose telephone number is 703-306- 
5444. The examiner can normally be reached on Monday-Friday (8:00 - 4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Bennett can be reached on 703-308-0101 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (Afree). 
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